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The California State Bar pub-
lished an article this month about 
“Modest Means” programs that 
some local bar associations of-
fer to low income clients that do 
not qualify for pro bono services 
but cannot afford full price legal 
representation. I would like our 
members to consider offering a 
similar program through EACBA 
or discounted services through 
your individual firms.   

The “Modest Means” programs 
have different names and vary 
in their fee structures. The pro-
gram has been called: Modest 
Means, Moderate Income, Mod-
erate Means, Low Fee. Some 
programs allow attorneys to set 
their rates according the to cli-
ents’ ability to pay (sliding scale) 
and others set perimeters such 
as no more than $100 per hour 
and no more than $500 for a 
retainer. A person can qualify 
for up to $60,000 per year for a 
four person family. For example, 
Santa Clara charges flat fees 
for some services and hourly 
rates for others. Contra Costa 
limits gross monthly income for 
a family of four to no more than 
$4,375 a month to qualify for the 
program. Lawyer fees can range 
from $40 to $125 per hour. 

The goal of the programs is the 
same. To offer quality legal rep-
resentation to people who do not 
qualify for free legal services but 
simply cannot otherwise afford 
an attorney, especially in these 

hard economic times. Joan Sau-
pé, the Moderate Means Com-
mittee chair for the Contra Costa 
County Bar Association, notes 
“Many moderate means people 
cannot afford a $300 an hour-
plus attorney, nor do they have 
the savings for a retainer. These 
are working people without a lot 
left after the bills are paid.”

The feedback regarding the dis-
counted legal services has been 
unanimously positive. The pro-
grams are praised because the 
clients tend to be more reason-
able and less litigious than pro 
bono clients because they have 
to pay for their attorney’s time.  

I know that I have had several 
clients lately who can no longer 
afford my legal services. It has 
been frustrating to know that a 
lot of people are faced with go-
ing it alone as a result of reduced 
income and/or having depleted 
their savings on expenses and 
legal fees. I know that I will not be 
able to offer discounted services 

to everyone, but if a group of us 
agree to take on one or two cases 
at a time, just think of how many 
people’s lives will be touched as 
a result of this decision.
   
“The attorneys who handle the 
moderate means cases are a 
caring group,” says Saupé. “They 
could be earning more outside 
the program but feel a need to 
support this group of people and 
the program goals even though it 
is a financial sacrifice.”

Some of the programs have ag-
gressive ad campaigns and oth-
ers are not widely advertised. In 
our program, I think it may be 
more beneficial to the attorneys 
to offer a less publicized program 
so that the referrals are made in-
ternally and the potential clients 
can be screened and assigned 
on a discretionary basis.  

Such a program will require a 
small team of volunteer attor-
neys to launch the program. I am 
willing to be a part of the team 
and I encourage anyone who is 
interested in participating either 
as a volunteer to launch the pro-
gram and/or attorneys who are 
willing to offer discounted servic-
es through their firms, to contact 
me directly at Katharine@a-tlaw.
com or speak with one of your 
board members. 

Until next time – enjoy the prac-
tice of law!



YOU THINK YOU OWN YOUR WEBSITE?…
THINK AGAIN: 
What Every Businessperson (And Lawyer) Should Know Regard-
ing The Dangers Of Losing Copyright Ownership When You Hire 
Consultants To Do Work
by Richard E. Korb, Esq.

“Probably few industries as large as the copyright industry have 
rested on a legal foundation as slim as the twenty-four words of 
the copyright clause. And probably no foundation of comparable 
importance has been so little understood and so often ignored. 
This is all the more surprising because the components of the 
copyright industry -- information/learning/entertainment—are so 
important to a free society.” L. Ray Patterson, Understanding the 
Copyright Clause, 47 J. Copyright Soc’y 365 (2000), quoted in 
Greenberg v. National Geographic Society, 244 F.3d 1267, 1271 
n.8 (11th Cir. 2001), cert. denied, 534 U.S. 951 (2001).

I.  Introduction: The Problem

This topic affects everyone who is either in business or who hires 
consults at one time or the other to perform work for them. Simply 
stated, the Internet has been expanding at a rate few anticipated.  
Scores of people have hired website designers to construct web-
sites; companies of all sizes and shapes have hired independent 
programmers to help them develop software and write source 
code. To aggravate the problem, with downsizing and out-sourc-
ing, functions such as web design and computer program devel-
opment are being conducted in increasing numbers by teams of 
independent contractors, not employees. 

Yet, while more than a quarter century has passed since the im-
plementation of the Copyright Law Revision Act of 1976, much 
confusion remains over basic copyright ownership rights and the 
interpretation of the law is often inconsistent among courts, par-
ticularly in the case of multiple independent contributors to a final 
work-product. 

In most cases, copyright ownership issues relating to web design 
or software development are not problematic. The web site is de-
signed and content created. The software “code” is written and 
encrypted.  Life moves forward, undisturbed by the uncertainties 
of the very law supporting its foundation.

But what happens in those cases when the relationship between 
an employer and independent website designer, programmer, or 
other consultant turns “south?” Suddenly the web designer refus-
es to grant his “boss” permission to use the website.  The three dif-
ferent software consultants an accounting firm hired to write their 
software “code” are each demanding a share of the profits. 

This problem is not theoretical; it struck one of my clients recently 
and I suspect this is just the tip of the iceberg. In almost all cases, a 
well-drafted copyright assignment clause would go far in prevent-
ing landmines down the road.  Unfortunately, many, if not most, 
people fail to include a copyright assignment clause in their written 
contracts with independent designers or programmers—assuming 
they even have a written contract. 

Suddenly, they find themselves in a costly court battle and the 
question as to ownership is no longer a theoretical brainteaser, but 
a financially and emotionally draining determination of rights to a 

valuable asset. So how does one determine who owns your web-
site or software in the absence of a clear assignment clause? Let’s 
take a look at the long and windy road of determining copyright 
ownership interests….

II. The Copyright Revision Act of 1976 And The Work-for-Hire 
Doctrine

The Copyright Revision Act of 1976, 17 U.S.C. section 101 (the 
“Copyright Act”) protects “original works of authorship fixed in any 
tangible medium of expression,” including web content, design and 
computer programs.2  The copyright in a work is initially vested in 
the author (See 17 U.S.C. § 201(a) (1994)). Therefore, the first 
step in the analysis is to determine who is the original author of the 
website or program. 

If an employer, (a.k.a. the hiring party)3 did not contribute any  
significant copyrightable work of authorship to the web site or soft-
ware program, he or she is not the original author of the work and 
the copyright does not vest in his favor.4

The next step is to determine whether the employer “became” the 
author by operation of law under the “work-for-hire” doctrine. As 
discussed below, there are two methods for an employer to “be-
come” an author under this doctrine: First, if the characteristics 
of the work performed by the contractor/consultant are such that 
it qualifies as a work-for-hire (i.e., the consultant is deemed a de 
facto “employee” for copyright purposes) or; (2) if the work quali-
fies as a work-for-hire because it falls into one of nine specially-
enumerated categories.

Thus, while an independent web designer/programmer is the au-
thor of any work he originates and, therefore the owner (absent 
any written assignment agreements to the contrary), if the work 
in question qualifies as a work for hire, the hiring party becomes 
______________________________________________________________________________

2 Before clarifications to the Copyright Act in 1980, both the Copyright 
Office and the courts assumed that computer programs were “literary 
works” and protectable under the Act. The Copyright Office has regis-
tered computer programs as “literary works” since 1964. Congress and the 
courts also recognized the protection of software under the copyright law. 
See Legislative History of Section 101 H.R. Rep. No. 1476 94th Cong. & 
Ad. News 5959, 5667 (“Literary works ... includes computer programs”); 
Tandy Corp. v. Personal Micro Computers, Inc., 524 F. Supp. 171 (N.D. 
Cal. 1981); Apple Computer Inc. v. Franklin Computer Corp., 714 F. 2d 
1240 (3rd Cir. 1983). 

In 1980, to dispel any doubt, a definition of “computer program” was 
added to the Copyright Act. It defines computer program as “a set of 
statements or instructions to be used directly or indirectly in a computer 
to bring about a certain result.” Copyright protects the actual code as 
“literary works”, and the screens displayed while programs are in opera-
tion as “audiovisual works”. In addition, accompanying documentation 
such as manuals are protected as “literary works”. Following the lead of 
the United States, most industrialized countries now recognize computer 
programs as “literary works” under their domestic copyright laws. Article 
10(1) of the 1994 GATT/TRIPS Agreement provides that computer 
programs “whether in source or object code, shall be protected as literary 
works under the Berne Convention.” 
3 For purposes of this article, the terms “employer” and “hiring party” shall 
be used interchangeably.

4 At best, the hiring party may be a joint author—discussed infra.
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the owner of the copyright and the independent web designer/pro-
grammer has no copyright interests in the work-product regardless 
of the nature and scope of his5 contribution. 

Next, if the hiring party does not qualify as an author under either 
of the work-for- hire theories described below, he may still acquire 
some ownership/authorship interests if he made some contribu-
tion to the work that qualifies him as a joint author. If the hiring 
party and the designer/programmer are joint authors, they will be 
treated legally as co-owners with rights as tenants-in-common but 
neither will have the right to limit the other’s ability to use or license 
the work-product to third parties (End-users).  

III. Qualifying As An Author Under Work-for-Hire Doctrine

Section 201(b) provides: “In the case of a work made for hire, the 
employer or other person for whom the work was prepared is con-
sidered the author for purposes of this title, and, unless the parties 
have expressly agreed otherwise in a written an instrument signed 
by them, owns all of the rights comprised in the copyright.” 

The Copyright Act distinguishes between two very different types 
of works that may be considered works- for- hire. The first is for 
works created by employees in the course and scope of employ-
ment. The other, much more limited, is for “specially ordered or 
commissioned” works by non-employees.

A. Definition Of An Employee For Determining Copyright Owner-
ship And CCNV

Under the first definition of a work-for-hire, Section 101 provides: 
“A ‘work-for-hire’ is (1) a work prepared by an employee within the 
scope of his or her employment”. Unfortunately, however, nowhere 
does the Act define “employee” or “scope of employment.” This 
raises the question, when is an “independent” web designer or pro-
grammer an “employee” of the hiring party for copyright purposes?  

The most “definitive” determination of who is an “employee” for 
copyright purposes was made by the Supreme Court in Commu-
nity for Creative Non-Violence v. Reid, (“CCNV”), 490 U.S. 730 
(1989). In CCNV, a sculptor was commissioned by a nonprofit or-
ganization to produce a sculpture.  The focus of the case was in 
determining whether the sculptor was an employee acting under 
the scope of his employment as contemplated by the first definition 
of a work-for-hire.   The non-profit organization argued that it was 
the owner of the statue because it was a work made for hire, and 
that the author had no right to keep it when it was returned to him 
for routine repairs. 

The Supreme Court in CCNV held that traditional common-law 
agency principles as opposed to rigid “control” theories should be 
applied to determine whether a person is an employee such that 
rights in copyrightable subject matter created by that person vest, 
under Section 201, in the employer. 

Citing the Restatement of Agency § 220(2), the CCNV Court set 
out a list of factors to be considered and emphasized this list was 
held to not be exhaustive, and no one factor was to be dispositive. 
The multiple factors to be considered in making this determina-
tion include: 1) right to control the manner and means by which 
the work is created, 2) skill required; 3) source of instrumentalities 
and tools, 4) location of the work; 5) duration of the relationship 
between the parties; 6) whether the hiring party has the right to as-

sign additional projects to the hired party; 7) the extent of the hired 
party’s discretion over when and how long to work; 8) the method 
of payment; 9) hired party’s role in hiring and paying assistants; 
10) whether work is part of regular business of the hiring party; 11) 
whether the hiring party is in business; 12) the provision of em-
ployee benefits; and 13) the tax treatment of the hiring party.

CCNV rejected the theory (which, at the time, had a good deal of 
support in the appellate courts and among IP practitioners), that 
ownership rights of a work prepared by an employee are retained 
by the hiring party when the hiring party retains the authority to 
control the process and/or final work-product. Another closely-re-
lated theory rejected by the Supreme Court (also supported by 
appellate authority in other circuits) was that when the hiring party 
initiates the creation of the work and pays for it, (the “instance and 
expense test”), an employee/employer relationship is created for 
“work-for-hire” purposes. 

Therefore, under CCNV, even if the hiring party has the right to 
approve or reject a proposed web design, or even if he6 initiates 
the web site or computer project, pays for it, and controls much of 
the process, under CCNV, one  cannot assume he is the author  or 
that a court will find a “work-for-hire”.7 

B. Application Of CCNV To The Ninth Circuit  In Light Of The 
“Eisenhower” Decision  

Until 2005, it was generally presumed that federal courts in Califor-
nia followed CCNV as the guiding US Supreme Court case on the 
matter. However, in light of a fascinating 2005 opinion involving the 
copyright-ownership rights to Dwight Eisenhower’s war memoirs, 
Twentieth Century Fox Film Corp. v. Entertainment Distributing, 
429 F.3d 869, 879-880 (C.A.9 (Cal.), 2005), (“Fox”), some lawyers 
have questioned the state of the work-for-hire law in our Circuit.

In Fox, the Court noted that in the late 1940’s, former World War II 
Allied Commander (and later, President) Dwight Eisenhower final-
ly agreed to write his World War II memoirs at the “insistence and 
at the expense” of a publisher, Doubleday, after having spurned 
numerous offers from other publishers. 

Apparently, money was not the issue for Eisenhower. Rather, the 
former general had declined previous offers from publishers on the 
grounds that other authors had already undertaken to write about 
the war, and he saw no compelling need to join the fray.  
____________________________________________________

5 “He” is used throughout this article in the universal sense to apply to 
male and female subjects alike
6 “He” is used throughout this article  in the universal sense to apply to 
male and female subjects alike.
7 This point must be underscored because many clients (and lawyers) in-
tuitively believe that if a client pays a lot for a work and directs the work’s 
scope, then the client owns it. For example, in Aldon Accessories Ltd. v. 
Spiegel, Inc., 738 F.2d 548 (1984), a publisher hired a photographer to 
photograph a series of flowers for a floral calendar. The publisher provided 
the studio, provided the set, provided the props and hired art directors to 
tell the photographer exactly how the shot should look when finished. 
The publisher also re-directed the shot after initial takes, and so on. Id. 
at 653. This degree of control by the publisher, before Reid, was consid-
ered by most courts to create a “work-for-hire;” after Reid, it is hardly a 
“slam-dunk.”



However, Eisenhower also believed that many of these accounts 
were inaccurate. So Doubleday publishers convinced the former 
Allied Commander that he was in a unique position to set the  
record straight he owed it to “History” to write his memoirs for future 
generations.

After Eisenhower completed his memoirs, Doubleday sold to Fox 
the exclusive television rights to the book, agreeing to register the 
copyright and granting Fox the right to use portions of the text in 
the narration of any film version of the book. Fox subsequently pro-
duced such a film, entitled Crusade in Europe in 1953. 

Many years later, Fox sublicensed the right to distribute the film on 
home video. Then, in 1995, Entertainment Distributing  (“Dastar”) 
created its own video documentary named Campaigns in Europe. 
Fox sued Dastar for copyright infringement, alleging that Cam-
paigns in Europe infringed on Crusade in Europe by using large 
sections of the book’s text as part of the video narration without 
permission; Dastar cross-claimed against Fox.8  

The lower granted summary judgment in favor of Fox on the 
grounds the book was a “work-for-hire;” as such, the publisher had 
exclusive rights to the original copyright and subsequent renewals. 
Dastar, relying heavily on the Supreme Court’s decision in CCNV, 
appealed and argued that the work belonged to Eisenhower, who 
controlled the work-product. 

The Ninth Circuit upheld the lower court’s decision in favor of Fox 
citing the “instance and expense” test (which many practitioners 
had assumed was dead under CCNV) and emphasized that Eisen-
hower had been a reluctant author who wrote his memoirs vora-
ciously only after being persuaded by the publisher to undertake the 
writing project and the publisher paid all of author’s writing-related 
expenses. The Fox Court also found that the publisher exercised a 
“significant degree” of supervision over the writing process.

The Court was careful to note that the case was decided under 
the previous 1909 Copyright Act that supported the traditional  “in-
stance and expense” test  as opposed to the more recent 1976 
Act cited by CCNV. However, the Fox Court did not stop there. 
They then traced a long line of cases upholding the old copyright 
ownership concept that copyright shall be in the person at whose 
instance and expense the work is done and specifically noted in 
dicta that two post-CCNV cases reaffirmed the principle that works 
created by independent contractors at the instance and expense of 
a commissioning party are presumed to be works-for-hire:

“…Forty years ago, we explained the law of this circuit with respect 
to works-for-hire: [W]hen one person engages another, whether as 
employee or as an independent contractor, to produce a work of 
an artistic nature, that in the absence of an express contractual 
reservation of the copyright in the artist, the presumption arises 
that the mutual intent of the parties is that the title to the copyright 
shall be in the person at whose instance and expense the work is 
done. (Citing Lin-Brook Builders Hardware v. Gertler, 352 F.2d 298, 
300 (9th Cir.1965); see May v. Morganelli-Heumann & Assocs., 618 
F.2d 1363, 1368 (9th Cir.1980); Dolman v. Agee, 157 F.3d 708, 712 
(C.A.9 (Cal.),1998).

…Accordingly, we have consistently evaluated claims that a work 
was made for hire by asking whether it was created at the “instance 
and expense” of the engaging party. See, e.g., Dolman, 157 F.3d 
at 712 (stating that a party asserting “work-for-hire” affirmative de-
fense “was required to present some credible evidence that [the 
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author’s] work was done at the ‘instance and expense’ “ of the com-
missioning party); May, 618 F.2d at 1368 n. 4 (“What is necessary 
is that the artist produce the work at the instance and expense of 
the employer (or commissioning party)....”).9  (emphasis added.)

“To the extent that Dastar argues that the Supreme Court’s 1989 
decision in CCNV undermines our existing precedent, we are un-
persuaded. First, as a preliminary matter, we considered two cases 
post-CCNV, both of which reaffirmed our law that works created 
by independent contractors at the instance and expense of a com-
missioning party are presumed to be works-for- hire.(Citing See 
Self-Realization Fellowship Church, 206 F.3d at 1326; Dolman, 157 
F.3d at 712.)

…General Eisenhower’s case presents the prototypical situation 
where the motivating factor for producing the work was the employ-
er’s inducement. General Eisenhower spurned all book offers until 
approached by representatives from Doubleday who convinced him 
to pen his personal account of the war. Moreover, he did not begin 
the actual writing until after December 30, 1947. …Where, as here, 
a reluctant author who historically had refused to engage in the 
creative process begins to write voraciously after being persuaded 
by a publisher, the evidence is sufficient to support the factual con-
clusion that the work was at the publisher’s “instance. 

…In sum, we think the factual record is more than sufficient to con-
clude that General Eisenhower’s creation of Crusade in Europe 
was induced by Doubleday.”10 

Reading Fox and CCNV together, for any post-1976 case filed in 
the Ninth Circuit, I would certainly not recommend relying exclu-
sively on the “instance and expense” test, however, I would seri-
ously consider such pre-1976 “work-for-hire” factors as part of my 
overall analysis.
    
C. Was The Work Created Within The Course And Scope Of Em-
ployment?

Once the “author” is determined to be an “employee,” for copyright 
purposes, the next question becomes, of course, whether his or her 
work was created “within the course and scope” of employment. 
Courts today, in view of CCNV, generally apply a common-law 
agency theory to determine the “course and scope” question.11

___________________________________________________________________

8 Twentieth Century Fox Film Corp. v. Entertainment Distributing  429 
F.3d 869 (2005), 874 -880 (C.A.9 (Cal.),2005)

9 Twentieth Century Fox Film Corp. at 877.

10 Id. at 878

11 For example, courts often cite or rely on the three-part test under the 
Restatement of Agency § 228(a): 1) it is the kind of work which the em-
ployee was hired to perform; 2) was it done within substantially within 
authorized time and space limits; and 3) was the work done to further 
the interests of the employer?).Thus, if an employee creates a work in the 
course and scope of employment, the employer is considered the “author”, 
and therefore, the “owner” of the work (Section 201).
  



• April MCLE Luncheon
Friday, April 17, 2009
Our speaker will be Nora Ostrofe who is an Economist, 
Certified Earnings Analyst and an Accredited Valuation 
Analyst. She has expertise in evaluating damages in per-
sonal injury actions, medical malpractice actions and fam-
ily law matters. When can the defendants claim an offset 
for government and insurance payments? How do you 
determine mitigation damages? How do you evaluate a 
business that is owned by both divorcing spouses? These 
questions and more will be answered by Ms. Ostrofe at 
our April 17 meeting. Come and join us in what we are 
certain will be an extremely enlightening and valuable pre-
sentation to help you in valuation of economic damages 
in your case. 

Please RSVP no later than Wednesday, April 15, 2009 to Pat 
Parson at eacbalaw@aol.com or by phone message to Pat at 
510-581-3799.

LUNCHEONS ARE HELD:
Pleasanton Hilton

12:00 Noon to 1:30 pm.
Cost of lunch is $25 for members, $30 for non-members 

and $20 for staff. Payment is collected at the door.  

One hour of MCLE credit.
EACBA certifies that it is a State of California approved MCLE provider.
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D. Non-employee Work-for-Hire

The second type of “work-for-hire” is defined in Section 101(2) 
“Work-for-hire”. This Section defines what works created by non-
employees can be treated as “works for hire”. The Section provides 
in pertinent part as follows: A ‘work-for-hire’ is - (2) a work specially 
ordered or commissioned for use as:

i) a contribution to a collective work, 
ii) as a part of a motion picture or other audiovisual work, 
iii) as a translation, 
iv) as a supplementary work, 
v) as a compilation, 
vi) as an instructional text, 
vii) as a test, 
viii) as answer material for a test, or 
ix) as an atlas ........

Note that the list is short and comprised of a rather odd assortment 
of types of works that are capable of being treated as non-employ-
ee “works for hire”. There are only nine categories. Critical to this 
discussion, software is NOT among the nine enumerated catego-
ries of works capable of being treated as works for hire if created 
by non-employees. Any contract that purports to vest rights in the 
party commissioning the software by means of “work-for-hire” will 
fail. No rights in the commissioning party will be created…None.

Next, even if you have a work within the enumerated nine catego-
ries, the statute requires that the parties expressly agree in a writ-
ten instrument signed by them that the work shall be considered a 
work made for hire.” Therefore, to constitute a “work-for-hire” under 
this part of the statute, there must be a signed writing by both par-
ties specifying that the work shall be a “work-for-hire”, and the work 
must also be within the nine enumerated categories.12 

IV. Joint Works and Joint Authorship

Suppose that two or more consultants have written code for your 
software or collaborated on your web design and development and 
you, the hiring party, cannot claim ownership under the “work-for-
hire” doctrine, what is your status? What is your consultant’s status?

To analyze this problem, we start with section 101 which defines 
a “joint work” as “a work prepared by two or more authors with 
the intention that their contributions be merged into inseparable or 
interdependent parts of a unitary whole.” Under Section 201, each 
author has an undivided interest in the whole of the work. The joint 
contributions must create a “unitary whole” with “inseparable or in-
terdependent parts”. The classic example is music and lyrics by the 
joint authors Rogers & Hammerstein.13 
____________________________________________________

12 It has been thought that such a writing must be completed before the 
work is completed, and securing a writing before the “work-for-hire” is 
created is certainly prudent. However a Second Circuit case has held that 
agreement on the “work-for-hire” status before creation of the work is all 
that is necessary; the actual writing can be executed later. See Playboy 
Enterprises, Inc. v. Dumas, 53 F.3d 549 (2d Cir. 1995) (endorsements on 
checks paying for works satisfies the writing requirement).

13 The fact that the web site is not created by literally sitting down together 
will not render the work a derivative work rather than a joint work. Mel-
ville B. Nimmer & David Nimmer, Nimmer on Copyright §  5.03[B][1]  
[[[a][iii], note 97, at §  6.03 (1996) (hereinafter Nimmer).  The use of the 
term “inseparable” in the definition of a joint work in the Copyright Act 
has been interpreted to mean that one contribution cannot be taken from 

the whole and be left with a meaningful integrated whole (as in the case 
of joint creators of a novel or painting).  “Interdependent” indicates one 
can be separated from the other and still be left with a meaningful, non-
dismantled whole (as in the words and music of a song).  Nimmer sug-
gests that if the contribution of one author somehow recast, transforms, or 
adapts the other author’s work, than the work is inseparable.  If the work is 
simply one of assembling a collective whole out of the respective contribu-
tions, the work is interdependent.  

The distinction is academic--whether a work is inseparable or indepen-
dent is of no consequence so long as the contributions of both are merged 
into a unitary whole.  However, because the  “web” is a “World Wide Web” 
it should be noted, that, under most foreign laws, a joint work only results 
from a merger of inseparable, but not interdependent parts. See Nimmer, 
supra note 97, at §  6.04.  A web site is probably an interdependent joint 
work in our fact pattern because the contributions of the hiring party can 
be distilled from the web site and still be left with a meaningful whole 
just as lyrics may be separated from the melody.  Contribution of graphs, 
pictures, music, and text all have meaning standing alone.
__________________________________________________________



There is some difference of opinion among the Circuits, but in the 
Ninth Circuit, the contribution of each joint author must constitute 
separate, independently copyrightable parts for joint authorship 
status to arise.14  This creates a great hurdle to overcome because 
frequently the entity (employer) commissioning the work has not 
itself created “copyrightable subject matter”. Furthermore, the stat-
ute requires that for a piece of work to be a “joint work,” the parties 
must prepare the work “with the intention that their contributions be 
merged into inseparable or interdependent parts of a unitary whole. 
This has resulted in a huge debate over whether evidence of intent 
has to be subjective or objective and whether the parties must in-
tend joint ownership or only intend to create a joint work.

A. Each Contribution Be Separately Copyrightable

In Ashton-Tate15, the hiring party supplied a list of common com-
puter user commands and the programmer supplied the source 
code.  The court ruled that while actual source or object code is 
copyrightable (a non-controversial position), “anything less is not” 
(very questionable).16 Because the court found no copyrightable 
contribution in the user commands, the hiring party was found not 
to be a joint author.

In Whelan Assoc. v. Jaslow Dental Laboratory17, a dental labora-
tory owner commissioned software for the use in his business. 
The hiring party disclosed the detailed operation of his business 
and dictated the functions to be performed.  The hiring party even 
helped design the language and format of some of the screens 
that would appear on the computer’s visual displays. This is not 
unlike contributing pictures and text to be used in a web page.  
The Whelan Court found the hiring party’s contribution to be too 
insignificant to constitute joint authorship. Perhaps Whelan may 
be distinguished in that the quantity of copyrightable contribution 
was scant--the only expression that was incorporated into the final 
product was the wording and abbreviations contained on some of 
the visual screens. 

Example: Auto Co. hires Computer Co. to develop a computer 
program to manage Food Co.’s payroll functions. Over the course 
of several days, Auto Co.’s executives meet with Computer Co.’s 
program designers and describe the various payroll functions the 
program should accomplish. Auto Co.’s executives do not present 
any writings to illustrate their ideas and do not discuss copyright is-
sues. The program is a great success. Auto Co. takes the program 
to its trade association and requests that the association market 
the program to its members and pay Auto Co. a royalty. Auto Co. 
claims that it is a joint owner of the program. Is it?

Under these facts, Auto Co. is liable for copyright infringement be-
cause it really has no ownership rights in the program. In a case 
involving similar facts, S.O.S. Inc. v. Payday Inc.18, the Ninth Cir-
cuit held that the plaintiff, a computer programmer, was the sole 
owner.

B. Joint Intent And Childress: Subjective or Objective Intent

The statute also expressly requires that for a piece of work to be a 
“joint work,” the parties must prepare the work “with the intention 
that their contributions be merged into inseparable or interdepen-
dent parts of a unitary whole.”19  In the event of a dispute, it is un-
likely that an independent consultant who drafted portions of code 
would maintain that he or she intended to create a joint work with 
the client. 

One seminal case regarding the criteria needed for joint authorship 
(and which is cited in law school case books on copyright law) is 
Childress v. Taylor.20  In Childress, the hiring party came up with the 
initial idea for a play; he also performed some of the basic research 
on a historical figure, suggested a few general ideas for scenes, 
and developed some mannerisms of the character that could be 
included. Except for these limited contributions, the hired party was 
the author of the play.

Judge Jon Newman, in determining whether there was joint au-
thorship, refused to apply the traditional formula that a joint work 
is “a joint laboring in furtherance of a common design.”21  She  
believed that such an analysis does not provide much guidance 
in the tough cases.   Judge Newman believed the words of the 
Copyright Act were not to be taken literally.22  She noted that the 
wording
____________________________________________________

14 See, e.g., Ashton-Tate v. Ross, 916 F.2d 516 (9th Cir. 1990) (ideas for 
commands for user interface not copyrightable subject matter; no joint 
authorship.

15 See Ashton-Tate at 597.  See also Paul I. Kravetz, Idea/Expression Di-
chotomy and Method of Operation: Determining Copyright Protection 
for Computer Programs, 8 DePaul Bus. L.J. 75 (1995).  All courts agree 
that the “literal elements” of a program, that is actual written words or 
numbers, are copyrightable.  See id.  The “non-literal” elements include the 
structure, sequence, and organization of the program.  The non-literal ele-
ments may often be accomplished by several, if not many, arrangements of 
literal elements. Ibid.  Analysis of what is copyrightable in the non-literal 
elements of a program is complex and is beyond the ambit of this paper.

16 Basically, source code is a key ingredient of higher level computer lan-
guages, such as Basic, Cobol, Fortran etc.  Because source code is the com-
puter program as the programmer wrote it, it is often referred to as the 
“literal text” of the program.  Object code is the 1’s and 0’s these source 
codes (or higher languages) actually represent once they are “compiled” by 
a compiler so that the computer can understand it.

17 See Whelan Assoc., Inc. v. Jaslow Dental Lab., Inc., 609 F. Supp. 1307 
(E.D. Pa. 1985), aff ’d on other grounds, 797 F.2d 1222 (3d Cir. 1986)

18 In S.O.S., Inc. v. Payday, Inc., the hiring party told the programmers 
what task the software was to perform and how it was to sort data.  The 
hiring party did none of the coding and did not even understand any com-
puter language.  Because there was no copyrightable expression in merely 
describing the program to be achieved, the hiring party was not a joint 
author.  The hiring parties had only offered ideas, not fixated tangible ex-
pression. S.O.S., Inc. v. Payday, Inc., 886 F.2d 1081, 12 U.S.P.Q.2d (BNA) 
1241 (9th Cir. 1989).

19 The intention that the two works be merged must exist when the work 
is prepared.  As the legislative history states:  “The touchstone . . . is the 
intention, at the time the writing is done, that the parts be absorbed or 
combined into an integrated unit.” See H.R. Rep. No. 94-1476, at 120-23 
(1976), reprinted in 1976 U.S.C.C.A.N. 5659.  If the intention to merge 
the two works occurs only after the first work has been written, the merger 
results in a derivative or collective work. See Nimmer, supra note 97, at 
§ 6.05.  In such a case, there is no joint authorship.  If the contributions 
of the hiring party were first made for use in another context apart from 
the web site, and were later reused or recycled in the web site, this intent 
element would not be met and there would be no joint work.  If, however, 
the hiring party generated materials used in the web site, it is more likely 
a court would rule joint authorship existed.
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of the statutory definition appears to make relevant only the state 
of the mind regarding the unitary nature of the finished work. None-
theless, it was clearly not the intent of Congress, Judge Newman 
maintained, to allow every minuscule contribution to become a vi-
able claim for co-authorship.  For example, a writer may work with 
an editor and a research assistant as he makes revisions.  Both 
intended their contributions be merged into inseparable parts of a 
unitary whole, thus satisfying the literal words of the statute. None-
theless, the editor and the research assistant, Judge Jon Newman 
believed, do not then automatically become co-authors. 

The Childress Court held that “[w]hat distinguishes the writer-edi-
tor relationship and the writer-researcher relationship from the true 
joint author relationship is the lack of intent of both participants in 
the venture to regard themselves as joint authors.”  Focusing on 
whether the putative joint authors regarded themselves as joint 
authors was key in determining where the dominant contributor 
was the sole author or a joint author. To be joint authors, the domi-
nant party, as well as the second party, must posses this subjec-
tive intent.23 She reasoned that it was not so important that they 
both intend the legal consequences of joint ownership (i.e., an 
equal interest in the undivided whole).  Rather, what was critical 
was the mutual intent to be joint authors, even if the authors were  
unaware of the fact that this would legally give them the legal status  
of co-owners.24    
    
Under the Childress subjective intent test, a web site designer 
would probably not be a joint author.  Normally, there is no specific 
joint design or intent to be co-authors. Further, a potential reader 
normally assumes, as he browses through a web site, that the work 
was created by the company or partnership that is sponsoring that 
particular web site and not the designer. Further, in most cases, the 
outside party that was hired to create the web site has no expecta-
tion of being credited with authorship.  

C. Childress’ Subjective Joint Intent Standard May Not Apply In 
The  Ninth Circuit 

While Childress has not been specifically rejected by this Circuit, its 
application is suspect. In Systems XIX, Inc. v. Parker, 30 F.Supp.2d 
1225, 1228 (N.D.Cal.,1998), the District Court denied summary 
judgment to a performer and record company who had been sued 
by a recording studio for copyright infringement action. Relevant to 
our discussion, the Court acknowledged, citing 17 U.S.C. § 101, that 
for a joint work to exist, the putative authors must have intended to 
merge their respective contributions into a unitary whole.. However, 
the Court rejected defendants’ argument under Childress, that the 
parties’ intent turns on their subjective expectations. Id. at 1228.  

Rather, Parker held that courts should scrutinize the subjective in-
tent of the parties under the Childress test only where the copyright 
claimant does not occupy a traditional authorship role as contem-
plated by Congress.25  In the case of sound recordings, “since Con-
gress explicitly recognized the potential joint authorship roles of 
producer and artist, the Parker court held that the Childress test is 
inapplicable to the instant facts.” The Court concluded that:

 …the standard by which the intent of the parties is measured is 
not strictly subjective as urged by Defendants. Rather, the requisite 
intent will be found if, based on an objective, factual standard, the 
parties prepared the sound recording “with the intention that their 
contributions be merged into inseparable or interdependent parts 
of a unitary whole. 

(Citing 17 U.S.C. § 101; P. Goldstein, Copyright, 2nd ed., § 4.2.1 (1998).

V. The Consequence of Joint Authorship

  Joint authorship creates co-ownership status, similar to tenants 
in common in the real estate context. A tenancy in common in real 
property is marked by an undivided interest; namely, all owners may 

use all of the property, and are not relegated to a specific part of the 
property.  Nor are co-owners in a tenancy in common limited in the 
use of the property, unless such a use would destroy the property.  
Similarly, joint authorship entitles the co-authors to equal undivided 
interests in the whole work.  For instance, if a lyricist  collaborates 
with the writer of a melody to make a joint work, the lyricist has an 
ownership interest in the melody and the author of the melody has 
an ownership interest in the lyrics. Each joint author has the right 
to use or to license the work as he or she wishes, subject only to 
the obligation to account to the other joint owner for any profits and 
share equally in any profits of the jointly-owned copyright.26  A joint 
author may not destroy the work in question, or diminish its value, 
but she cannot be held liable for copyright infringement to another 
copyright owner.

It should be cautioned, therefore, that if the argument is made that 
the hiring party of the web site and the designer are joint authors, 
the designer will have an ownership interest in the content provided 
by the hiring party and may do with the web site as he likes.  In ad-
dition, if the hiring party licenses only the portion of the joint work 
that he alone has contributed, he still, nonetheless, must account to 
the other joint author/hired party.  The other joint author/hired party 
has an interest in the whole of the work, not just his own contribu-
tions or the fusion of his work with the hired party’s work

Remedies: Silver Lining For Hiring Parties
  
In contrast to patent law, it is generally understood that a work is 
copyrightable if it is independently created, even if others have cre-
ated virtually identical works.27  Therefore, if, after all stones are un-
turned, it is determined that the hiring party is not the author of his 
or her website, and he or she has fails to include a valid copyright 
assignment clause in their written contract with their independent 
designer, then, in order  to mitigate the potential losses that the 
hiring party/employer might incur, it would be completely proper 
for such party to: (1) hand the content to be included in a web site 
over to a designer; (2) have the hypertext program developed; and 
(3) after a falling-out with the first hired party, hand the same pre-
existing content to a second hired programmer to independently 
develop another web site.  As long as the second hired party does 
not copy the product of the first, no copyright infringement would be 
found.  If such an approach is taken, it should be well documented 
that the product of the second work was created independently-
-access plus substantial similarity may result in the inference of 
copying.28  Evidence will need to be presented to convince a jury 
that no copying occurred.  

VI. Conclusion

We have reached the end of our windy road but there is far more 
analysis involved in disentangling the web of copyright ownership 
rights and interests that is beyond the scope of this paper. If there 
is one conclusion to be drawn from this paper, it is that everyone 
who employs independent contractors or consultants at one time 
or another, should run, not walk, to his or her attorney and spend 
just a few dollars on “preventative law,” and make sure that he or 
she has a written contract with consultants and that such contract 
contain a valid copyright assignment clause.
____________________________________________________

20 Childress v. Taylor, 945 F.2d 500-507 (2d. Cir. 1991)
21 Id. at 504.
22 Id. at 507.
23 Id. At 508.
24 Id. At 506
25 Id. at 1228.
26 See 17 U.S.C. § 201(a); Childress v. Taylor, 945 F.2d 500, 508 C.A.2 
(N.Y.),1991.
27 See Nimmer, supra note 97, at §  13.01[B].
28 Id. at §  13.0[F]
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FOR RENT

THE OTHER BAR
Free confidential assistance to lawyers, judges, paralegals and law students 
with substance abuse problems. Weekly Other Bar 12-Step Meetings are held 
in many areas, and others are being established.  For times and locations, or 
to start a meeting in your area, contact the number or website below.
Provider of Certified MCLE Instructors
Confidential Hotline:  (800) 222-0767 • www.otherbar.org

DIGITAL TRANSCRIPTION AVAILABLE
Need a pleading typed up quickly?  Need an Attachment to Judgment typed 
up right away? Have correspondence that just can’t wait? Dictate from the 
comfort of your office or home -- download it from your computer to mine! 
Over 27 Years Experience | Quick Turn-Around Time | References Available
Member of LAVLPA | CONTACT:  LIZ PRISTIA at (925) 980-0950 or 
EMAIL:  lpristia@comcast.net

Any EACBA member wishing to place a classified ad 
in the Flim Flam may do so for no charge by email-
ing cynthia@brownlawcpa.com.  Ads will be published  
on a space available basis and a publication date cannot 
be guaranteed.  Ads for law office related materials will 
have publication priority.

ATTORNEY SERVICES

MEMBERS ADVERTISING

REFERRALS
PERSONAL INJURY REFERRALS REQUESTED
Over 25 years experience representing injury victims. Practice dedicated solely 
to Personal Injury. Each client given prompt, courteous attention.  Please call 
Mark V. Murphy, Attorney, we have both Antioch and San Ramon Offices 
Call 925-552-9900.

ANNOUNCEMENT

REFERRALS SOUGHT FOR: DEBT COLLECTION, 
JUDGMENT ENFORCEMENT, CREDITORS’ RIGHTS CASES
Pleasanton attorney.  Fully experienced in all aspects of debt collection cases, 
creditors’ rights cases, judgment enforcement, and related matters.  We succeed 
in enforcing judgments and debts where others fail.  Designated a Certified 
Specialist in Creditors’ Rights (American Board of Certification).  Designated 
a Super Lawyer of Northern California (Law & Politics Magazine).  Also 
experienced in complex business litigation and complex commercial litiga-
tion.  More than 27 years of civil litigation experience.  Free initial telephone 
consultation. Call Stephen G. Opperwall at (925) 417-0300, or e-mail to 
steve.opperwall@comcast.net

Pleasanton office for rent at Signature Center. 
Share space with estate attorney James J. Phillips. 
Call or email him at mail@jamesjphillips.com 463-1980.

LEGAL SPECIALIST ExAM SCHEDULED FOR AUGUST

The exam to become certified as a legal specialist will be administered Aug. 9. 
The State Bar certifies specialists in 11 fields of law: admiralty and maritime, 
appellate, bankruptcy, criminal, estate planning, trust and probate, family, 
franchise and distribution, immigration and nationality, legal malpractice, 
taxation and workers’ compensation law.

Currently there are 4,200 legal specialists in California.

In addition to passing the exam, specialists must demonstrate a high level 
of experience in the specialty field, fulfill ongoing education requirements, 
and be favorably evaluated by other attorneys and judges familiar with their 
work.  Certification lasts for five years.

To obtain complete information and to register for the exam, go to  
CaliforniaSpecialist.org.

THE REGISTRATION DEADLINE IS JUNE 26.  The fee is $300 for 
writing or $350 if using a laptop.  The exam will be given at the Westin at 
San Francisco Airport or the Marriott in downtown Los Angeles.

ANNOUNCEMENT
ACCESS TO JUSTICE AwARD NOMINATIONS SOUGHT

The California Commission on Access to Justice is seeking nominations 
for the 2009 Benjamin Aranda III Access to Justice Award.  The honor is 
presented annually to a trial judge, appellate judge or commissioner who 
deserves recognition for efforts to improve access to the judicial system for 
low- and moderate-income Californians.

The award is given by the Judicial Council, the State Bar and the California 
Judges Association.

The deadline for submission of nominees is May 1.

Complete details are available at calbar.ca.gov>about the bar>awards>aranda 
or by contacting Chris Zupanovich at 415-538-2534 or chris.zupanovich@
calbar.ca.gov.
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Executive Summary: 	 	
Extravagant Tapas and Wine in Scenic Downtown Walnut Creek  	
Va de Vi, which translates to “It’s all about wine!” in Spain’s Catalan language, is a 
charming and cozy small- plates restaurant in downtown Walnut Creek that shares 
a picturesque alleyway with Tommy Bahamas.  Chef Kelly Degala’s ever-changing 
menu offers an eclectic selection of tapas with international fusion flair, such as their 
popular Duck Confit with hoisin plum sauce and steamed buns and Pork Ribs in a 
Korean BBQ-kalbi glaze, with spicy Napa cabbage kim chee.  The menu consists of 14 seafood items, 5 meat dishes, 6 vegetables, 
and 2 salads, with daily specials of seasonal and fresh offerings. Prices range from $6 to $19.

Va de Vi was voted “Best of East Bay Outdoor Dining” by Diablo Magazine, probably due to its charming outdoor patio dining, 
either in the vine-covered European-style alleyway with its enchanting fountain or under the large oak tree, which is lit at night with 
tiny white lights and is next to a koi pond.  From the alleyway you can also watch Walnut Creek’s finest saunter from the Tommy 
Bahama to the Tiffany store, and back, while enjoying sumptuous wine flights and gourmet nibbles.

The interior is also “all about the wine,” including a ceiling that resembles the inside of a wine cask and a floor to ceiling wine rack.  
The small restaurant is packed with tiny tables that are still elegant in a minimalist way.  When crowded, it can get noisy, and you 
may need an extra glass of wine to not be bothered by your neighbor’s conversation.

I started with the house-made Elderflower Gimlet, which was a little strong and not sweet enough for my taste.  Next I tried the 
Ahi Tartar, which was tender sashimi-grade tuna blended with kukui nuts, Meyer lemon zest, sesame oil and soy and topped with 
wasabi tobiko.  On the side were fresh sesame rice crackers.  I tried the Herbed Gnocchi with Mixed Mushrooms, which was thick 
and hearty, in a sherry wine sauce with fresh mushrooms, shallots, garlic and herbs, sprinkled with shaved parmesan cheese.  I also 
tried the Lumpia, made of rock shrimp and avocado and served with wasabi-orange cream and ponzu sauce.  For dessert I had a 
hearty cheese plate, a selection of several gourmet cheeses such as Rouge et Noir, Oregon Blue, and Ossau Iraty, accompanied with 
wild flower honey, pugliese and lavash crackers.  I also sampled the cookie plate, an assortment of tiny double chocolate cookies, 
lemon-lavender madelines, cranberry almond oatmeal cookies and milk chocolate truffles.  The chocolate soufflé dessert is also very 
popular.

The wine list features an eclectic mix of by-the- glass selections and 16 flights served in either 3-ounce tastes or 6-ounce pours.  I 
tried the Zin flight: 2007 Primaterra Primitivo, from Italy, a 2004 Brassfield “Round Mountain” Zinfandel, from California and a 
2005 Limerick Lane “Collins Vineyard” Zinfandel from the Russian River area.  This flight of 3 ounce pours was $16 but Va de Vi 
also offers an “Economic Stimulus” or “Bail Out” flight for $9.99.

Service was friendly and attentive and made us feel welcome, answering our questions and providing recommendations. Va de Vi is 
open for lunch and dinner, and even has an “afternoon” menu for the hours between lunch and dinner that include a gourmet take 
on hometown favorites like tuna melt (roasted Ahi tuna, pesto aioli, melted mezzo secco cheese, lemon oil, with a side of pommes 
frites) and a burger (ground wagyu beef, mezzo secco cheese, louie sauce, kurobuta bacon, with a side of pommes frites).  It is a great 
place for after work drinks, special occasions and people watching.  

~ Jennifer E. Henry, Esquire 
Lozano Smith • 2000 Crow Canyon Place, Suite 200 • San Ramon, CA 94583 • (925)302-2010
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